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REMARKS 

Claims 1-12 and 21-23 are pending in the present application. Claims 13-20 
were previously canceled without prejudice or disclaimer. A copy of the pending claims 
are provided herein in the Listing of Claims included for convenience, however, no new 
amendments are presented at this time. 

Applicant acknowledges that the amendment and declaration submitted in the 
after-final response of August 16, 2006 have been entered as of the Request for 
Continued Examination submitted September 14, 2006, and the Examiner has 
withdrawn the prior rejections of the remaining claims. The present, non-final action 
sets forth new grounds of rejection. 

Applicant further urges the present invention, as disclosed and presently claimed, 
is directed to a web page for a digital edition of a periodical such as a newspaper, so 
that a publisher may offer to advertisers both hard copy print and web site advertising 
opportunities without requiring the advertiser to modify their advertising copy to fit the 
web (Abstract). The method uses existing display advertising, such as hard copy or 
other print-formatted copy , to produce both full-size images and reduced-size or preview 
images that provide a best-fit and/or maintain the aspect ratio of the full-size 
advertisement, while reducing their size (including width, height and color gamut) to fit 
into a web site and to obtain reasonable download times (Paragraph 0004). 

A. Yu unavailable as Prior Art 

It is, once again, respectfully noted that the Applicant previously-submitted 
Declaration (37 CFR 1.131, submitted August 16, 2006) established that Applicant was 
in possession of the claimed invention (actual reduction to practice) before the effective 
date of Chui et al. Therefore, the Examiner's reliance on Yu 7,080,079 ("Yu") as a 
reference in the instant application is respectfully urged to be improper. The 
Declaration submitted August 16, 2006 sets forth such facts, and includes exhibits, that 
show a reduction to practice of the claimed invention prior to the effective date of Yu as 
well. In view of the previously-submitted declaration, Applicant respectfully maintains 
that the declaration is also adequate to swear behind the effective date of Yu. Since the 
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present rejection under 35 U.S.C. §103 cannot stand without reference to Yu, all 
rejections under 35 U.S.C. §103 that rely on Yu are respectfully urged to be moot . 

B. Rejection under 35 U.S.C. §103 over Reillv in view of Yu and Anqiulo traversed 

Claims 1-8 have been rejected under 35 U.S.C. §103 as being unpatentable over 
Reilly 5,740,549 ("Reilly") in view of Yu 7,080,079 ("Yu"), and Angiulo et al. 6,275,829 
("Angiulo"). Applicant incorporates herein the previously noted remarks relative to the 
rejection's reliance on a combination including Yu and respectfully urges the rejection is 
overcome by Applicant's prior declaration submitted on August 16, 2006. However, the 
remaining rejections are addressed herein in order to provide a complete response to 
the rejection. 

Claim 1 

Considering the rejection of independent claim 1, in arguendo, in formulating the 
rejection under 35 U.S.C. §103, the Examiner alleges Reilly discloses limitations of 
claim 1 , yet admits that Reilly does not explicitly teach "article content of a paper-based 
publication to be converted for publication in a digital edition hosted on the networked 
host server." The Examiner previously admitted that Reilly does not explicitly teach "at 
least one layout template, the template defining at least a region on a web page for the 
display of a preview image of a display advertisement." Nonetheless, the Examiner now 
urges that Reilly does teach such a limitation at Fig. 6 and columns 6 and 9. 

To the contrary, however, col. 6, lines 22-38 are directed to the Subscriber's 
workstation (Fig. 2), and do not appear to teach or suggest a layout template. Likewise, 
Reilly characterizes Fig. 6 as "schematically depicting a] display generated on a 
subscriber's display device using the screen saver procedure in a preferred embodiment 
of the present invention." (col. 3, lines 45-47) And, the disclosure at col. 6, line 65 - col. 
10, line 18 describes Fig. 6 of Reilly as showing "in outline form a snapshot of typical 
display generated by the screen saver procedure ..." Thus no teaching of a template is 
found, but merely the display of an exemplary screen. Moreover, as further indicated at 
col. 10, lines 5-18, the displayed image preferably moves - thereby teaching away from 
any sort of template, let alone a template setting forth a region for display of a preview 
image for a display advertisement as recited in independent claim 1 . As Reilly once 
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again fails to teach that which is alleged as the basis for the rejection, the rejection must 
once again fail, and Applicant respectfully traverses the rejection in light of Reilly's 
failure to teach the elements alleged to be found therein. 

Similarly, Yu {considered in arguendo) fails to set forth the limitations of claim 1, 
particularly, "article content of a paper-based publication to be converted for publication 
in a digital edition hosted on the networked host server." While Yu does disclose the 
use of tags to retrieve information from a database, there does not appear to be a 
disclosure of a publication of a digital edition hosted on the networked host server. 
Moreover, Yu teaches away from such a limitation as it requires a tag, from the printed 
publication (e.g. see Fig. 1, steps 10 - 12) for retrieval from the database - purporting 
this to be an improvement over on-line editions, (see e.g., col. 1, line 35 - col. 3, line 11) 
Accordingly, Applicant submits that Yu fails to disclose article content of a paper-based 
publication to be converted for publication in a digital edition hosted on a networked 
host server. 

Lastly, the claimed invention requires associating text-based content with the 
preview image in a web page, the preview image providing a hyperlink to a full-size 
image of the advertiser copy. The present invention requires a reduced-size, anti- 
aliased preview image providing a link to a full-size display advertisement. In contrast, 
Angiulo teaches a manual (user-controlled) thumbnail tool dialog box that enables a 
user to create a thumbnail image. Angiulo does not teach the use of a reduced-size, 
anti-aliased preview image. Therefore, the arguable addition of Angiulo fails to teach 
the recited claim limitations. Further, the rejection's reliance on the teachings of Angiulo 
does not overcome the deficiencies of Reilly or Yu as noted above. Accordingly, 
Applicant respectfully traverses the rejection and urges that claim 1, and all claims 
dependent therefrom are in condition for allowance. 

Claims 2-8 

With respect to dependent claims 2-8, Applicant, for the sake of brevity, does not 
specifically address the further limitations set forth therein as these claims depend 
directly from presumably allowable independent claim 1. Applicant, however, reserves 
the right to address the rejections of dependent claims in a subsequent response should 
the rejection be maintained. 
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C. Rejection under 35 U.S.C. §103 over Angiulo in view of Yu traversed 

Claims 9-12 and 21-23 have been rejected under 35 U.S.C. §103 as being 
unpatentable over Angiulo et al. 6,275,829 ("Angiulo") in view of Yu 7,080,079 ("Yu"). 
Applicant incorporates herein the previously noted remarks relative to the rejection's 
reliance on a combination including Yu and respectfully urges the rejection is overcome 
by Applicant's prior declaration submitted on August 16, 2006. However, the rejections 
are further addressed herein in order to provide a complete response to the rejection. 
Claims 9 and 22 

Applicant respectfully incorporates the above-noted arguments in traversal of the 
rejection of claim 1 and urges a similar basis for traversal of the rejection of claims 9 
and 22. In formulating the rejection of the remaining independent claims, the Examiner 
alleges that claims 9 and 22 are rejected based upon of Angiulo and Yu. Anguilo is 
alleged to teach creation of a reduced-size preview image of the advertiser digital copy 
using a digital computer to perform an image size reduction operation that includes an 
anti-aliasing filter, wherein at least one dimension of the reduced-size preview image is 
determined in accordance with a predetermined size (e.g., claim 9). However, Angiulo 
teaches a manual thumbnail tool dialog box that enables a user to create a thumbnail 
image. Angiulo does not teach the use of a reduced-size, anti-aliased preview image, 
or one where wherein at least one dimension of the reduced-size preview image is 
determined in accordance with a predetermined size (the user controls size as 
illustrated in Fig. 3 - a dialog box 60 that is opened when the user selects the Auto 
Thumbnail menu item is shown) . Therefore, Angiulo fails to teach the recited claim 
limitations. Angiulo also fails to teach an anti-aliasing filter as required by claim 9. 

As acknowledged, Angiulo also fails to teach "collecting advertiser copy from a 
paper-based print media source and converting for publication in a digital edition" as set 
forth in claims 9 and 22. The Examiner alleges that Yu teaches such limitations. 
However, as previously noted Yu (considered in arguendo) fails to set forth "collecting 
advertiser copy from a paper-based print media source and converting for publication in 
a digital edition." While Yu does disclose the use of tags to retrieve information from a 
database, there does not appear to be a disclosure of publication of a digital edition 
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hosted on the networked host server. Moreover, Yu teaches away from such a 
limitation as it requires a tag, from the printed publication (e.g. see Fig. 1, steps 10-12) 
for retrieval from the database - purporting this to be an improvement over on-line 
editions, (see e.g., col. 1, line 35 - col. 3, line 11) Accordingly, Applicant respectfully 
traverses the rejection and urges that claims 9 and 22, and all claims dependent 
therefrom, are in condition for allowance. The rejections set forth by the Examiner are, 
once again, respectfully traversed. 



With respect to dependent claims 10-12, 21, 23, Applicant, for the sake of 
brevity, does not specifically address the further limitations set forth therein as these 
claims depend directly from presumably allowable independent claims 9 or 22. 
Applicant, however, reserves the right to address the rejections of these dependent 
claims in a subsequent response should the rejection be maintained. 

D. CONCLUSION 

In view of the remarks presented herein, reconsideration of this application and 
allowance thereof are earnestly solicited. 

In the event that additional fees are required as a result of this response, 
including fees for extensions of time, such fees should be charged to USPTO Deposit 
Account No. 50-2737 for Basch & Nickerson LLP. 



Claims 10-12, 21, 23 




/Duane C. Basch, Esq. Reg. No. 34,545/ 
Duane C. Basch, Reg. No. 34,545 



Basch & Nickerson LLP 
1777 Penfield Road 
Penfield, New York 14526 
Telephone: (585)899-3970x104 



DCB/dcb 



-10- 



